REMARKS 



The amendment cancels all previously pending claims and 
presents new claims directed only to the "combustion" embodiment of 
applicants' invention. In response to a helpful suggestion of the 
Examiner in the interview (hereinafter summarized) , applicants have 
amended the claims to include an explicit recitation of a 
comparison of emissions results obtainable with the fuels required 
in the methods claimed against fuel A/O AVE. There is abundant 
support for this recitation, e.g., Table 2, Table 5 (Fuel Q) , page 
36, lines 14 to 26, and original claims 81 and 82. 

By the present amendment, all previously pending claims 
have been canceled and new claims 181 to 228 have been added, 
requiring a fee of $5634, a check for which accompanies this 
communication. It will be noted that the application has been 
greatly simplified, in that the number of independent claims has 
been reduced from five to two. 

Importantly, the fuels recited in the present independent 
claims are identical in scope to fuels previously set forth in now- 
canceled independent "combustion" claims 91 • and 142. For the 
convenience of the Examiner, the following page tabulates the 
requirements of the fuels of the present independent claims against 
the requirements of fuels in former "combustion" claims 91 and 142. 
(A loose, extra copy is also provided for the Examiner's use.) 
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With but a few exceptions, the newly added claims contain 
limitations as in previously presented claims and for which support 
has already been indicated in other locations of the file history. 
Thus, there should be no need for applicants to present a list, 
claim by claim, to show where the support is for all the 
limitations therein. However, applicants would specifically call 
the Examiner's attention to three claim limitations, shown in the 
following table with locations in the original application where 
support can be found: 



Limitation Support 

T10 less than 140°F Page 4, lines 30-31 

Three— way catalytic converter Page 14, line 27 

Reduction of any of CO, NOx Original claim 82; 

& unburned hydrocarbons by 10% Page 36, lines 12-26 

The present amendment directly answers the main concerns 
expressed by the Examiner in the Advisory Action of February 15, 
1995 of the parent application. As explained during the interview 
of Mar. 1, 1995 (summarized hereinafter), one can use the EPA 
Complex model to demonstrate that the fuels required in the method 
of the invention will provide reduced tailpipe emissions when 
combusted in an automotive engine. These results are manifestly 
unexpected because nothing in the prior art relied on — Oberdorfer 
& CRC 494 — in any way suggests a relationship between gasoline 
properties and tailpipe emissions, much less the specific 
relationships shown in applicants' specification. 



Moreover, as also explained in the interview, the EPA 
Baseline fuel used in the Complex model is the same as fuel A/O AVE 
used in the experiments of applicants' specification. 

Thus, applicants have proven unexpected results against 
a "point of reference," and further, they have explicitly put this 
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feature into the claims. Applicants believe that the unexpected 
results in the invention clearly establish its non— obviousness and 
therefore its patentability. Indeed, as pointed out in the 
interview, the main problem applicants had with the Examiner's 
rebuttal arguments in the Advisory Action was that, in each 
argument, something less than the invention "as a whole" (i.e., 
without the unexpected results) was being considered. 

In fairness to the Examiner, however, she had predicated 
her arguments on pages 2 and 3 of the Advisory Action by 
questioning the existence of unexpected results. Clearly, if there 
were no unexpected results, they could not form part of the 
invention "as a whole." But now, in view of the evidence offered 
at the interview showing that fuels just within the boundaries of 
the requirements of the independent claims yield reductions as 
compared to fuel A/O AVE, it is submitted that unexpected results 
have been proven, and they must — in every evaluation with respect 
to a 103 issue — be considered as part of the invention "as a 
whole." And when so considered, applicants submit that the 
invention presently claimed will be seen to be non-obvious and 
therefore patentable over the art relied upon in the Advisory 
Action, as well as over all prior art of record. 

During the interview applicants' attorney addressed the 
decision in In re Prindle, 132 USPQ 282, 283-284 (CCPA 1962), which 
had been cited by the Examiner with respect to the "large volume 
consumption" claims then at issue. Such claims are no longer at 
issue, but because applicants' attorney promised to include in his 
next response the case citations he relied on, applicants 
supplement their response with the following remarks pertaining to 
Prindle. 

At the outset, it will be helpful to briefly summarize 
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the fact situation presented in the Prindle case so that it may be 
compared with the present situation. The applicant in Prindle was 
attempting to claim a new Christmas tree tinsel comprised of staple 
lengths of halogen-polymer film, known not to be combustible, 
coated on one side with aluminum. This new tinsel provided the 
property, not previously expected in tinsels, of a tinsel that 
would not burn. The Prindle situation is readily distinguishable 
from the claim presently at issue because the property of 
applicant's specially formulated gasolines, that they yield reduced 
tail pipe emissions, is not an already known or obvious property of 
the prior art cited gasoline, Fuel No. 6 of CRC 494, in contrast to 
the known nonf lammability of halogen polymer films. The CRC 
publication disclosing Fuel No. 6 nowhere suggests that this fuel 
has tail pipe emission reducing properties — in marked contrast to 
the situation described in Prindle where the non-combustible 
properties of the halogen polymers were known. The Prindle case 
does not, therefore, provide a precedent relevant to the combustion 
claims here at issue in which the emission reducing properties of 
Fuel No. 6, if arguendo, they existed, were unknown. 

Indeed, the rationale of the Prindle case applies only 
where the existence of the inherent property is already known or 
obvious. (For example, see In re Baxter Travenol Labs, 21 USPQ2d 
1281, 1284-5 (Fed. Cir. 1991) citing Prindle at page 1285.) But 
when the inherent property is neither known nor obvious, it cannot 
be relied upon as a basis for an obviousness rejection under 35 USC 
103. This distinction, which logic makes evident, is supported by 
a line of CCPA and Federal Circuit cases since Prindle, which has 
drawn a consistent demarcation between the inherency of a property 
and the obviousness of that property. 



These cases commence with the 1966 decision of the CCPA 
in In re Adams, 148 USPQ 742, 746 (CCPA 1966), where, in reply to 
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the solicitor's argument that the unexpected result was "inherent," 



the court responded 

. Of course it is inherent, otherwise appellant's 
invention would not work. 

On the same page the court went on to illustrate the weakness in 

relying on inherency as a basis for obviousness: 

the solicitor adds the argument that the 
superiority of appellant's heat transfer is inherent in 
the use of foam. Again we observe that, of course, it 
is. But the art does not suggest the use of foam in heat 
transfer of any kind and there is not the slightest 
suggestion that anyone knew of the existence of this 
inherent superiority until Adams disclosed it. After 
all, Bell's telephone was "inherently" capable of 
transmitting speech, DeForest's triode was "inherently" 
capable of amplification, and, to come down to date, so 
was the tiny transistor which is rapidly supplanting it. 
Two of our decisions are cited as supporting the 
erroneous notion that "subject matter cannot be patented 
on the basis of an inherent property." We think the 
proposition thus broadly stated and as applied here is so 
transparently erroneous as not to require discussion. 
(Emphasis in the original) 

In sum, the CCPA in In re Adams was saying that one cannot equate 

inherency with obviousness, a point it reiterated soon after Adams 

in a footnote in In re Diamond, 149 USPQ 562, 564, n. 3 (CCPA 1966) 

as follows: 

. . . We find that phrase [i.e., that any results from 
combining known drugs would be inherent] particularly 
meaningless since the effect of drugs or reactivity of 
chemical compounds can be nothing else than "inherent." 
But inherency is not obviousness. (Emphasis added) 

Soon after Diamond the CCPA, when again confronted with an argument 

equating inherency and obviousness in In re Spormann, 150 USPQ 449, 

452 (CCPA 1966) , responded in very succinct but clear language: 

. . . the inherency of an advantage and its obviousness 

are entirely different questions. That which may be 

inherent is not necessarily known. Obviousness cannot 
be predicated on what is unknown. 

Subsequent CCPA and Federal Circuit decisions adhered to the 

concept that inherency could not be equated with obviousness, e.g. , 

in In re Rinehart, 189 USPQ 143, 148 (CCPA 1976), In re Wertheim, 

191 USPQ 90, 102 (CCPA 1976) , and Kloster Speedsteel AB , v. 

Crucible Inc., 230 USPQ 81, 88 (Fed. Cir. 1986). Likewise, the 

USPTO Board of Appeals in Ex parte Ohsaka, 2 USPQ2d 1461, 1462 (PTO 
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Bd. Pat. & Int 1987) stated with respect to a situation in which 

the Examiner deemed the unexpected results "inherent": 

The examiner does not assert, nor would he have basis on 
this record to assert, that the superior results obtained 
by using a-aluminum fluoride and shown in the Ohsaka 
declaration are expected. 

And thus the key point: it is not enough to dismiss the 
superior results as inherent (or latent). The Examiner, to sustain 
a position under 35 USC 103, must, if superior results are 
established, show how those results are expected, i.e., expected in 
light of prior art teachings. And here, there is nothing in the 
combination of Oberdorfer and CRC 494 to suggest that automotive 
combustion of the fuels required in the claims would yield superior 
advantages with respect to reducing air pollution (as compared to 
other fuels, e.g., A/O AVE). 

Moreover, having established unexpected results, 
applicants repeat a point they raised in the interview — that such 
unexpected results must always be considered as part of the 
invention "as a whole." That is, any proposed argument the 

Examiner may consider for alleging the invention to be obvious must 
be against the invention with the unexpected results. And again as 
pointed out in the interview, one of the primary failings of the 
Examiner's ten-point rebuttal in the Advisory Action is that such 
results were not considered as part of "the invention" — e.g., in 
particular, with regard to points 1, 2, 4, 6, and 9. 

Accordingly, applicants submit that the invention is 
patentable on the basis of unexpected results, and all the more so 
since the prior art, rather than providing an obvious path to the 
invention and its results, presents a needle— in-the-haystack 
problem for the person of ordinary skill in the art to solve. 
Something far beyond "ordinary skill" is required to conceive that 
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something uniquely different pertains for a group of fuels "close 
to" one of the millions known in the prior art, as opposed to any 
other prior art fuel. Indeed, in the present case, the needle-in- 
the-haystack problem is all the more acute because first one must 
focus on an otherwise obscure fuel (Fuel No. 6) , and then confront 
a second needle-in-the-haystack problem as to which of the 18 
properties disclosed for Fuel No. 6 needs to be modified — and in 
which direction— to aid in reducing air pollution. 

Finally, applicants reiterate for emphasis another point 
raised in the interview, that is, that the issue of obviousness 
under 35 USC 103 is determined at a time prior to the invention. 
At that time, if the Examiner had the benefit of hindsight in 
knowing that someone had determined that there were certain 
gasolines of unusually beneficial properties in releasing fewer 
pollutants upon combustion in an auto engine, would such an 
invention have been obvious from the Oberdor f er-CRC 494 
combination? The answer is clearly no, there being not the 
slightest reason even to select these references for consideration, 
much less turn a microscope on one of the numerous fuels in CRC 
494. Without doubt, and as applicants' attorney has argued 
consistently, this invention may be many things, but one thing it 
is not, is obvious. 

An allowance of all claims is respectfully requested. 
A summary of the interview with the Examiner now follows. 
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Summary of Interview with Examiner 

On March 1, 1995, applicants' attorney, Gregory F. 
Wirzbicki, and one of the applicants, Dr. Peter J. Jessup, met with 
the Examiner in charge of the application for the purpose of an 
interview under 37 CFR 1.13 3 (a) . Following is a written summary 
of the reasons advanced by applicants as warranting favorable 
action (37 CFR 1.133 (b) ) . 

Applicants' attorney opened the interview by stating 
that, based on material he only recently became aware of, the 
applicants had some information to present which particularly 
addressed the Examiner's arguments raised in the Advisory Action 

(1) that the claims have no "point of reference" to compare 
emissions reduction produced by the fuels of applicants' claims and 

(2) that the applicants have not shown the " additional reductions 
as compared to other gasolines" (Emphasis in original). 

Nineteen pages of information were presented to the 
Examiner. Copies of these pages as presented to the Examiner and 
in the order presented to the Examiner are attached herewith. A 
summary of the presentation, with the pages of the attachment 
highlighted for easy reference, is as follows: 

Page 1 is page 7716 of the Federal Register, Vol. 59, No. 
32 (2/16/94) disclosing that "(t)hrough the amended Clear Air Act 
of 1990, Congress mandated that EPA promulgate new regulations 
reguiring that gasoline sold in certain areas be reformulated to 
reduce vehicle emissions of toxic and ozone-forming compounds," the 
purpose of such regulations being "to improve air quality by 
requiring that gasoline be reformulated to reduce motor vehicle 
emissions of toxic and tropospheric ozone-forming compounds." 
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Applicants' attorney pointed out that this was independent 
recognition that the properties of gasoline can reduce tailpipe 
emissions — regardless of the other factors mentioned by the 
Examiner in the Advisory Action, e.g., spark retard, air/fuel 
ratios, etc. 

Page 2 is page 7717 of the Federal Register, Vol. 59, No. 
32 (2/16/94) which reports that the minimum reductions expected by 
the Act are 15% as compared to baseline emissions in Phase 1 (from 
1995-99) and 25% in Phase 2 (for the year 2000 and beyond) . 

Page 3 is page 7722 of the Federal Register, Vol. 59,- No. 
32 (2/16/94) disclosing the composition of the baseline gasoline 
against which the 15% and 2 5% reductions, respectively, are to be 
measured. Particular attention was drawn to the "Summer" 

composition, which will hereinafter be referred to as the "EPA 
Baseline . " 

Page 4 is a document from the Auto/Oil program which 
shows the origin of the EPA Baseline. Specifically, nine 

laboratories associated with oil or automobile companies each 
analyzed the same fuel, this fuel being typical of conventional 
summer fuels. The average of these analyses (as reported in the 
next-to-last column of page 4) is the EPA Baseline fuel. That is, 
all the properties of the EPA Baseline fuel shown on page 3 can be 
found in the average values reported on page 4. An alternative 
designation for the "EPA Baseline" fuel is the Auto/Oil Average, or 
A/O AVE for short. 

Page 5 is a table comparing the analysis for the EPA 
baseline fuel with that of Fuel A/O AVE and Fuel Q, respectively, 
of Tables 2 and 5 of applicants' specification. Applicants' 
specification indicated that the fuels of their Tables 2 and 5 were 
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identical (page 36, lines 22 to 26) , i.e., they were both A/O AVE. 
In addition, original claims 81 and 82 indicated beyond doubt that 
applicants considered A/O AVE to be a "point of reference" for 
measuring emissions reductions. (Note: a review of page 5 of the 
attachment since the interview revealed that some of the 
typewritten data for fuel A/O AVE from Table 2 as originally shown 
to the Examiner in the interview were in error. Handwritten 
correction have been made to said page 5, so that the Examiner can 
readily see the changes reflecting the accurate data. The error is 
submitted to be inconsequential.) 

Since neither Table 2 nor 5 records any values for 
benzene or sulfur, applicants presented pages 6 and 7 showing the 
original source of the values for Fuel Q (A/O AVE) of Table 5. 
Specifically, the reported data in Table 5 are an average of the 
analyses of 8 different drums of A/O AVE fuel. Pages 6 and 7 show 
that the sulfur content and the benzene content for Fuel Q of Table 
5 were 319 ppm and 1.58%, respectively — for all intents and 
purposes identical to the 3 39 ppm sulfur and 1.53% benzene values 
of the EPA Baseline fuel. 

Applicants' attorney submitted that, in view of the 
foregoing, there is an art-recognized standard (or "point of 
reference") for determining reductions in tailpipe emissions due to 
the properties of the fuel. Furthermore, this art-recognized 
standard, the EPA Baseline or A/O AVE, is the same as used in the 
three comprehensive experiments reported in applicants' 
specification. In short, the applicants have a "point of 

reference" to measure their reductions against and that point of 
reference is identical to one recognized in the art, i.e., the EPA 
Baseline. 
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Moreover, applicants, for reasons now to be explained, 
could show that the fuels required in their claims provide 
emissions reductions as compared to A/O AVE (the EPA Baseline) . 



Applicants' attorney drew the Examiner's attention to 
page 8 (page 7720 of the Federal Register, Vol. 59, No. 32 
(2/16/94)). Based on data from a number of sources, the EPA 
developed a statistical model for predicting the emissions 
reductions (or increases) of any particular fuel against the EPA 
Baseline. This predictive model is the "Complex Model," described 
in the Federal Register as "the most accurate and complete model 
currently available for use in the reformulated gasoline program." 

Applicants' attorney stated that the EPA had reduced the 
Complex Model to an extremely user-friendly computer program. The 
Examiner was given a copy of this program on a disc (another copy 
being supplied herewith for the record of this patent application) , 
and Dr. Jessup installed the program on the Examiner's personal 
computer and then demonstrated how she could use it. 



As an illustration, and with reference to attached pages 
9 to 11 of applicants' presentation, the Examiner was shown how the 
Complex Model could be used to compare emissions reduction of a 
test fuel just within the requirements of fuel (a) of then pending 
claim 117 (hereinafter fuel 117 (a) ) against the EPA Baseline (A/O 
AVE) . The test fuel chosen to be "just within" the boundaries of 
fuel 117 (a) is shown in the following Table I: 

Table I 

Fuel (a) , Claim 117 Test Fuel 

RVP < 7 psi 6.9 psi 

T50 < 210° F. 209° F. 

Paraffins >72 vol.% 73 vol.% 

Octane >87 87 

C90112US.AMA 20 



• 



It was then demonstrated how, once the Complex Model 
program was entered on the PC, a screen would appear as in page 9 
(of the attachment). In order to use the Complex Model, a value 
for the Test Fuel must be inserted for each property listed under 
"Target Fuel" on page 9. Hence, the Test Fuel RVP of 6.9 psi was 
entered for the RVP of the Target Fuel. For aromatics and olefins, 
values of 27% and 0%, respectively, were entered, so that the 
Target Fuel would then necessarily have the 73% paraffin content of 
the Test Fuel. For E200 (i.e., the fraction of the fuel boiling 
below 200° F.), the T50 of the Test Fuel (209° F.) was converted by 
the equation on the EPA program (page 10) to E200=45.5 vol.%, this 
value then being entered for the Target Fuel. Where the Test Fuel 
had no requirement (e.g., sulfur, benzene, oxygenate), the same 
values as shown for the Baseline Fuel were selected (i.e., 1.53% 
benzene, 3 39 ppm sulfur, and zero oxygenates) for the Target Fuel 
on page 9. Similarly, since the Test Fuel had no requirement for 
E300 (the fraction of the fuel boiling below 300° F.), the value of 
82.9 was used — essentially identical to the 83 of the EPA Baseline 
fuel. (Note: the 82.9 value was derived by converting the T90=330 
value to E300 by the equation of the EPA program (page 10) . ) 

Having thus entered as the Target Fuel a fuel just within 
the requirements of fuel 117(a), the EPA Complex Model program 
indicated that the Target Fuel would be better in tailpipe 
emissions by 39.97% for VOC (total hydrocarbons), 15.75% for 
Toxics, and 2.27% for NOx. Applicants' attorney argued that these 
data clearly establish that this fuel will provide reductions 
against the baseline fuel, and that such results are unexpected, 
there being nothing in the prior art relied upon to suggest such 
results prior to applicants' invention. 



It was then explained that a number of fuels just within 
the fuels of the then-pending independent claims (see page 11 of 
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attachment) were compared in a manner as explained above for 
117(a), the results being tabulated in page 12. This table shows 
the results from: 

(1) three different comparisons of fuels within fuel (a) 
of claim 117 (note the variance in aromatics and 
olefins) ; 

(2) two different comparisons of fuels within fuel (b) of 
claim 117 (again, note the variance in aromatics and 
olef ins) ; 

(3) one for each of fuels (c) , (d) , and (e) of claim 117; 

(4) three different comparisons of fuels within fuel (d) 
of claim 154 (note variance in oxygen content) ; 

(5) two different comparisons of fuels within fuel (a) of 
claim 154 (note the variance in aromatics and 
olefins) ; and 

(6) three different comparisons of fuels within fuel (b) 
and (c) of claim 154 (again, note the variance in 
aromatics and olefins). 

In sum, the table on page 12 displays the comparisons in emissions 
results between the EPA Baseline fuel and 19 different fuels just 
within the boundaries of fuels required in applicants' claims. All 
19 fuels showed reductions in total hydrocarbons (THC) on the order 
of 30-40%; all 19 showed reductions in Toxics on the order of 10- 
24%; and 18 of the 19 fuels showed reductions in NOx on the order 
of 0.5-4.0%. Applicants' attorney submitted that these data 
clearly demonstrate that the claimed methods using the fuels 
required therein would provide improved emission results against an 
art-recognized "point of reference," i.e., the EPA Baseline fuel 
(or A/O AVE) . 

It was also pointed out to the Examiner that the EPA 
Complex Model as it related to Summer Fuels was, in effect, four 
different models. The reason for this is that the EPA developed 
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two models for the southern half of the USA (Region 1) , one for 
Phase 1 and the other for Phase 2, and yet two more for the 
northern half of the USA (Region 2) , again with one being for Phase 
1 and the other for Phase 2. The Examiner was shown (in the table 
on page 13) how the results of the four models would differ when 
the Test Fuel 117 (a) in the preceding Table was compared against 
the EPA Baseline. (She was also shown, for her future use of the 
program, how to select any of the four models she wished to use by 
varying the "Area Class" and "Phase" in the upper right hand corner 
of the screen depicted in page 9 . ) 

Page 14 is page 7731 of the Federal Register, Vol. 59, 
No. 32 (2/16/94). This page of the Federal Register shows the 
ranges of fuel parameter values over which the EPA Complex Model 
accurately predicts vehicle emissions. The Examiner was told that 
she could verify that the properties of all the fuels shown in the 
table of page 12 fell within the parameter ranges for which the 
Complex Model was accurate. 

Pages 15 and 16 are pages 7807 and 7808 of the Federal 
Register, Vol. 59, No. 32 (2/16/94). These pages identify the 
areas of the USA having "severe" ozone problems and which were 
required to be covered by the EPA reformulated gasoline program, as 
well as those areas of the country having "marginal," "moderate," 
or "serious" ozone problems which opted into the program as of 
February 16, 1994. 

The Examiner was then shown page 17 (page 7758 of the 
Federal Register, Vol. 59, No. 32 (2/16/94)) disclosing that the 
"EPA's analysis indicated that California Phase 2 gasoline will 
have a greater emission reduction benefit than federal reformulated 
gasoline." Pages 18 and 19 (the title page and page 81, 
respectively, of the Staff Report released 10/4/91 by the 
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California Air Resources Board relating to "California Phase 2 
Reformulated Gasoline Specifications") describe the overall effect 
of California Phase 2 gasoline specifications on human health as 
being positive — particularly with respect to reducing acute 
respiratory problems and incidence of chronic lung diseases. 

Having thus made his presentation, applicants' attorney 
asked if the Examiner had any questions, and she asked whether it 
was appropriate for the results against A/O AVE to be written out 
in the claims. Applicants' attorney responded by first pointing 
out that claim 96 in fact had such an explicit limitation, but 
that, as a matter of patent practice, there was no requirement for 
the unexpected results to be set forth in the claims. To 
illustrate this point by analogy, applicants' attorney offered the 
example of a typical "hydrocracking" invention in which an 
applicant would demonstrate superiority of a hydrocracking catalyst 
of a claimed hydrocracking process against a prior art catalyst. 
In such situations, the applicant may show, for example, that the 
catalyst of the invention is 5° F. more active than the prior art 
catalyst. This would be a basis for allowing a claim to a 
hydrocracking method employing the more active catalyst — but no one 
expected the claims to recite that the catalyst of the invention is 
5° F. more active than the prior art catalyst. Likewise here, 
there is no requirement for the comparison establishing the 
unexpected results to be explicitly written out in the claims. 
Rather, it is the fact that applicants have proven the unexpected 
results which establishes the patentability of the claims. 

Applicants' attorney then pointed out that the main 
difficulty he had with the rebuttal arguments by the Examiner in 
the Advisory Action is that the unexpected results were not 
properly considered. The Examiner stated that combusting fuel in 
an auto engine or delivering it in large volumes to service 
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stations is conventional. Applicants' attorney agreed, but stated 
that that was not the invention claimed. The invention claimed is 
much more limited than the Examiner's arguments reflect. In 
particular, it is limited to specific gasolines which, when used in 
the manner of the claims, yield unexpected results, i.e., reduced 
emissions. Applicants' attorney stressed that each and every time 
the Examiner considers applicants' "invention," 35 USC 103 demands 
that the invention "as a whole" be considered. And "as a whole" 
the invention always includes the unexpected results; they can 
never be dismissed from the mind of the decisionmaker. 

Applicants' attorney then stated that the invention is 
particularly non-obvious due to the "needle in the haystack" 
argument he raised in applicants' last response (filed 2/3/95). 
The Examiner questioned that argument on the basis that the 
reference (CRC 494) teaches Fuel No. 6, so why wouldn't it be 
obvious to scale it up? Applicants attorney responded with three 
points. First, the fuels of the claims are themselves novel, so 
that scaling up Fuel No. 6 does not yield the invention. Second, 
even assuming Fuel No. 6 was a fuel within the claims, the 
Examiner's analysis begins with the "needle" having been found. 
That is, her analysis overlooks the difficulty involved in even 
focusing on Fuel No. 6 to begin with. To demonstrate the point, 
applicants' attorney submitted that the proper perspective under 35 
USC 103 is this: the decisionmaker in evaluating the obviousness 
issue must cast his or her mind back to a time just prior to the 
invention. If at that time the applicants had told the Examiner 
that somewhere out there in the "prior art" there is a reference 
which teaches an experimental fuel, which, when combusted in an 
automobile, will provide enhanced emission reductions from the 
catalytic converter—would she have had any reason whatever to 
focus on CRC 494 and Fuel No. 6 as opposed to any of the other 
fuels disclosed in the "prior art"? Applicants' attorney submitted 
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that the answer clearly would be no. Nothing in CRC 494 suggests 
that Fuel No. 6 would provide enhanced tailpipe emission benefits. 

In addition, applicants' attorney again stressed that his 
"needle in the haystack" position would be valid even if Fuel No. 
6 were literally within the claim requirements. That is, this 
argument does not hinge on the fuel itself being patentable as a 
composition. For example, even if (hypothetically) the claims 
encompassed a small group of fully disclosed prior art fuels, the 
needle in the haystack argument could still be a basis for 
patentability (depending, of course, on what else the prior art 
might teach or suggest about such fuels) . 

Which led to the question by applicants' attorney whether 
the Examiner considered any of the fuels required in the claims to 
be "old," i.e., anticipated under 35 USC 102. The Examiner replied 
that she had not given applicants a 102 rejection, so she did not 
consider the invention anticipated. However, to applicants' 
attorney's query as to the meaning of her argument that Fuel No. 6 
was deemed to read on one or more of the fuels required in the 
claims, the Examiner stated that Fuel No. 6 was very close to a 
fuel recited in the claims. Applicants' attorney fully agreed that 
Fuel No. 6 was a "close" fuel but then responded by directing the 
Examiner's attention to Tables 1 and 2 of CRC 494 in which some 18 
properties of Fuel No. 6 were set out, and queried how it could be 
"obvious" which of those properties to alter and in which direction 
to attain any benefit whatever, much less reduced emissions, a 
topic not even discussed in CRC 494 . Not only is there no 
motivation to modify Fuel No. 6 towards a fuel required in the 
invention, but if in fact there is a motivation expressed in the 
reference for changing Fuel No. 6, it is to increase its aromatics 
content to the target value of 32%, which necessarily would lower 
the maximum possible paraffin content to 68%, thereby leading away 
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from those claims limited to fuels having a "greater than 70%" or 
"greater than 72%" paraffin limitation. 

In essence, the prior art makes the needle-in-the- 
haystack problem all the more difficult. One must first select 
Fuel No. 6 from all the prior art fuels, and then decide to modify 
a property in a way which will lead to enhanced emissions — and all 
without any prior art relied on in the rejection which relates fuel 
properties to tailpipe emissions. 

The discussion turned to the Prindle decision cited by 
the Examiner in the Advisory Action regarding latent properties as 
they bear on the issue of obviousness. Applicants' attorney 
pointed out that the Examiner's argument really boiled down to an 
allegation that applicants' unexpected results were inherent. A 
string of decisions since the 1962 Prindle decision have clarified 
the law on this point. To begin with, as one court decision 
pointed out, of course the unexpected results of an invention are 
inherent, otherwise the invention would not work. That is, if an 
invention can be found obvious merely on the basis of something 
being inherent, then an invention could be found obvious simply 
because it was operable. Recognizing this, the courts have held 
that inherency and obviousness are two different concepts. That 
which is inherent might be unknown, and obviousness cannot be based 
on the unknown. And here, the Examiner has not shown how the 
inherent reduced emissions for the fuels of the claims — or the 
assumed inherent reduced emissions for Fuel No. 6 — would have been 
obvious to one skilled in the art. (Applicants' attorney promised 
in his next written communication to present the case law citations 
supporting his position as expressed above.) 



Some discussion was then held as to possible amendments 
to the claims, i.e., having an explicit recitation of emissions 

C90112US.AMA 27 



reductions against A/O AVE and deleting from the large volume 
consumption claims the requirement for "a region of significant air 



pointed out that applicants were providing her with a lot of 
information after a Final Rejection and an Advisory Action. 
Applicants' attorney agreed that the Examiner would need time to 
consider the materials presented, and in order to ensure that she 
would have such time, he stated that he would re-file under Rule 62 
(37 CFR 1.62) so as to give the Examiner time to review the 
information as well as give the applicants an opportunity to amend 
the claims. In addition, applicants' attorney offered to send with 
his next communication a complete copy of the EPA section (40 CFR 
Part 80) of vol. 59, No. 32, pages 7716-7878 of the Federal 
Register as it relates to reformulated gasolines, and she indicated 
she would like a copy, which accompanies this communication. 

In view of the foregoing, the applicants submit that 
their invention is patentable, and particularly, that the rejection 
based on 35 USC 103 in the parent application over Oberdorfer and 
CRC 494 has been overcome. An allowance of all claims is 
respectfully requested. 



pollution. 



However, no agreement was reached. 



The Examiner 




Attorney for Applicants 
Registration No. 27,606 
(714) 577-1250 



March 20, 1995 



Union Oil Company of California 

P. O. Box 7600 

Brea, CA 92622-7600 
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■ . : . Octane Week 

December 2, 1991 
Page 7 

CARB Phase 2 Regulation ... 

(Continued from pi) 

Despite strenuous opposition to the proposal voiced by many refiners, including the Western 
States Petroleum Association (WSPA) and Chevron U.S.A. Inc. and Unocal Corp.. representatives of 
both Arco Products Co. and Ultramar Refining. Ltd.. two California refiners, testified at the two-day 
hearing that the staff's Oct. 4 proposal was the preferred approach. 

Earlier this year, Arco claimed that when required, it can produce "EC-X," a reformulated 
product that is "cleaner" than methanol (see Octane Week. 7/15/91, pi). Arco President George H. 
Babikian also suggested that CARB's tougher fuel requirements may relieve pressure on refiners to 
implement even more restrictive and costly stationary source emissions requirements. 

As a small refiner producing less than 50,000 b/d, Ultramar wculd be permitted under the 
regulations a two-year delay on meeting the final RFG requirements — as long as it meets the Phase 1 
requirements. CARB has pointed out that no refinery modifications are necessary to meet the new 
standard that takes effect Jan. 1. The delay was criticized by representatives of some major oil 
companies. 



California Phase 2 Reformulated Gasoline Specifications 


Parameter 


Producer Limit 1 


Averaging Limit 


Limit • All Gasoline 


Volatility (psi) a 


7.0 




7.0 


Sulfur (ppm) 


40 


30 


80 


Total Aromatics (vol%) 


25 


22 


30 


Benzene (vol%) 


1.00 


0.80 


1.20 


Olefins (vol%) 


6.0 


4.0 


10.0 


Oxygen <wr%) 3 


1.8-2.2 




2.7 (max) 

1.8 (min) 


T» (°F) 


300 


290 


330 1 


T„ <°F) 1 


210 


200 


220 


^ Limits set on each "batch" of fuel produced if averaging not used. 
Summertime only, variable depending upon location. 
Final decision on this requirement deferred until Dec. 12-13 meeting. 




Source: Cattfomia Air Resources Board. | 



CARB strengthened the requirements of the Ocl 4 staff proposal by setting limits on the average 
midpoint and endpoint of the distillation range and the olefin content for RFG produced for sale in the 
state beginning March 1996. It also compromised on the aromatic content of RFG by setting an average 
of 22% (voL) and a "flat" limit for refiners not averaging certain fuel parameters at 25% (voL). For 
those refiners using averaging, the maximum allowable levels of aromatics may not exceed 30% (voL) 
under any circumstances (See table above). 

(Continued on p8) 
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Adopt Title 13. California Cod* of Regulations, section 2298, to read 

follows: 



ZZafl - Conver s ion Of Yolumt Percent 0»vnen»t« to W alnht Pin-cent flry^n < n 

Bssol inn. 

The following table shall be used to convert vo l ume percent 0 *vn»n»t» 
to weight percent oivgan i n O jiolin«>. 
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